
A. Introduction

I joined Oh-Ebashi LPC & Partners after serving as a 
Senior Specialist for Legislation at the Legislative 
Affairs Office of the Japan Patent Office (“JPO”) for 
three years. One of my accomplishments during my time 
at the JPO was being involved in drafting the bill to 
amend the Patent Act of Japan (the “Patent Act”). The 
bill was enacted in 2021. 

There was a previous Oh-Ebashi Newsletter article about 
the amendments to the Patent Act in 2021.1 In this 
article, I would like to delve deeper and focus on the new 
system of cal l ing for th i rd-par ty comments (the 
“System”). I will describe the developments that have 
taken place after the amendments and provide some 
practical advice from the perspective of a drafter of the 
bill that established the System.

B. Structure of the System of Calling for
Comments from Third Parties

1. Overview
The System allows courts to call for the submission of
opinions from a wide range of third parties in patent
infringement cases and other cases concerning the
application of the Patent Act and any other necessary
matters relating to the subject cases. Since there is no
similar system available in civil litigation in Japan, the
System is the first of its kind to be introduced for such
purpose under Japanese legislation. Moreover, there is
no qualification required for a party to submit a written
opinion, thus, even a company located overseas can
submit an opinion.

Initially, the option of introducing a system that is 
similar to the amicus curiae procedure in the United 
States was considered, but it was eventually concluded 
that it was impossible to simply imitate the amicus 
curiae system because the principles underlying the civil 
procedure system in Japan are different from those in the 
United States. Various efforts were made to put in place 

1. Shinji Ishizu, Latest Developments in the Japanese Patent Practice, Oh-Ebashi LPC & Partners Newsletter, Winter Issue (2021), 6-9,
available at https://www.ohebashi.com/jp/newsletter/NL_en_2021winter_R.pdf.
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a system that would allow courts to broadly accept the 
submission of written opinions from the general public 
in the civil litigation system of Japan. Although the 
System is sometimes referred to as the “Japanese version 
of the amicus curiae system,” it should be noted that the 
System is different from the amicus curiae system in the 
United States in many respects.

2. Tips in Submitting Written Opinions 
One of the differences of the System from the amicus 
curiae system is that the System was designed as a 
procedure for the collection of evidence. The proceeding 
for call ing for comments f rom thi rd par t ies (the 
“Proceeding”) will only be implemented if a plaintiff or 
defendant files a motion for it and the court decides to 
call for third-party comments. Thus, third parties are not 
allowed to submit a written opinion to the court if the 
Proceeding is not implemented, even if they desire to do 
so.

In addition, even if one submits a written opinion as a 
third party in a case where the Proceeding has been 
implemented, the court will still not read such written 
opinion at that stage. The court will only read the 
written opinion if either the plaintiff or defendant reads 
such written opinion that was submitted to the court, and 
then submits it to the court as evidence. If neither party 
submits the written opinion as evidence, then the court 
will prepare its decision without reading or referring to 
the written opinion.

In view of the foregoing, here are some tips when 
submit t ing a wr it ten opinion to the cour t. When 
third-party comments are sought on two sides of a 
dispute, there may be cases where one part of the written 
opinion will be favorable to the plaintiff while another 
part thereof will be favorable to the defendant. If such 

written opinion is submitted by a third party, then it is 
likely that neither the plaintiff nor defendant will submit 
such written opinion as evidence since neither party 
would be willing to submit a writ ten opinion that 
contains a view that is not favorable to it. To avoid such 
situation, it is advisable for the third party to submit two 
separate written opinions, one for the plaintiff, and the 
other for the defendant. Thereafter, each party may then 
submit the written opinion that it is certain does not 
contain views that are unfavorable to it. The court may, 
however, limit the number of written opinions that may 
be submitted by a third par ty in each case, so the 
relevant guidelines of the court should be read and 
complied with. 

3. Frequently Asked Questions and Answers Thereto 
I will now address two frequently asked questions. The 
first question is whether it is possible to submit written 
opinions in English. There is no rule governing such 
matter in the relevant provisions of the Patent Act, so 
this is up to the relevant court to decide. Considering 
that the sample guidelines that permit the submission of 
written opinions in English are currently posted on the 
webpage of the Intellectual Property High Court,2 the 
submission of written opinions in English may likely be 
permitted in some cases. If a third party submits a 
wr it ten opinion in English, then the plaint if f or 
defendant will have to translate it into Japanese and 
submit it with the translation to the relevant court as 
evidence.

Where the court has decided to call for comments, the 
second frequently asked question is whether it is possible 
for a third party to file a request for a copy of the records 
of the case. The Patent Act does not address this, but the 
Code of Civil Procedure of Japan does. The Code of 
Civil Procedure stipulates that, in principle, any person 

2. https://www.ip.courts.go.jp/eng/Guidelines_for_Proceedings/vcmsFolder_1618/vcms_1618.html.
3. Code of Civil Procedure, art. 91.
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may file a request to inspect a case record, but a request 
for a copy of the case record may only be filed by the 
parties to the case or a third party that makes a prima 
facie showing of legal interest in the case.3 Moreover, 
when the Intellectual Property High Court calls for 
comments from third parties, in principle, the judgment 
of the original court will be disclosed on the website of 
the courts in Japan; therefore, one can refer to such 
judgment through the website (however, the judgment of 
the original court may not yet be disclosed at the time of 
the implementation of the Proceeding if necessary 
measures are being taken to protect trade secrets, etc.).

C. Further Amendment of the Patent Act

The Code of Civil Procedure of Japan was amended this 
year to introduce IT-based civil court proceedings. In 
coordination with the said amendment, the Patent Act was 
also amended, including Article 105-2-11 thereof, which 
provides for the System. The amended Patent Act will be 
enforced within four years commencing from the date of 
promulgation thereof (May 25, 2022). The specific date of 
enforcement has not yet been determined, but after its 
enforcement, it will become possible for third parties to 
submit written opinions through the Internet. 

DISCLAIMER
The contents of this Newsletter are intended to provide general information only, based on data 

ava i lab le  as  o f  the  da te  o f  wr i t ing .  They  are  no t  o f fe red  as  adv ice  on  any  par t i cu la r  mat te r,  

whether legal or otherwise, and should not be taken as such. The authors and Oh-Ebashi LPC & 

Partners expressly disclaim all  l iabil i ty to any person in respect of the consequences of anything 

done or omitted to be done wholly or partly in reliance upon the whole or any part of the contents 

o f  t h i s  News le t t e r.  No  reade r  shou ld  ac t  o r  re f ra in  f r om ac t i ng  on  the  bas i s  o f  any  ma t te r  

contained in this Newsletter without seeking specific professional advice.
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